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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 1 MONTH(S) FROM
THE MAILING DATE OF THIS COMMUNICATION.

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). !n no event, however, may a reply be timely filed
after SIX (6) MONTHS from the mailing date of this communication.
- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely.
- I NO period for reply is specified above, the maximum statutory period will apply and will expire SiX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any
earned patent term adjustment. See 37 CFR 1.704(b).

Status

1)X Responsive to communication(s) filed on 01 June 2004.
2a)[] This action is FINAL. 2b)X] This action is non-final.
3)[] Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213.

Disposition of Claims

4)X Claim(s) 1-19,22,25-32,35,38-45,48 and 51-66 is/are pending in the application.
4a) Of the above claim(s) is/are withdrawn from consideration.

5)[] Claim(s) _____is/are allowed.

6)X] Claim(s) 1-19, 22, 25-32, 35, 38-45, 48, 51-66 is/are rejected.

7)] Claim(s) _____is/are objected to.

8)[] Claim(s) _____are subject to restriction and/or election requirement.

Application Papers

9)[] The specification is objected to by the Examiner.
10)[] The drawing(s) filed on is/are: a)[_] accepted or b)[_] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

11)[J The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. § 119

12)[] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)~(d) or (f).
a)lJAll  b)[J Some * ¢)[_] None of:
1. Certified copies of the priority documents have been received.
2.[] Certified copies of the priority documents have been received in Application No. ____
3.[] Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
* See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)

1) D Notice of References Cited (PTO-892) 4) E] Interview Summary (PTO-413)

2) [J Notice of Draftsperson’s Patent Drawing Review (PTO-948) Paper No(s)/Mail Date.

3) [J Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) L] Notice of Informal Patent Application (PTO-152)

Paper No(s)/Mail Date 6) E] Other:

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).

U.S. Patent and Trademark Office
PTOL-326 (Rev. 1-04) Office Action Summary Part of Paper No./Mail Date 20040917
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DETAILED ACTION
Request for Information — 37 CFR 1.105

37 CFR 1.105. Requirements for information.

(a) (1) In the course of examining or treating a matter in a pending or abandoned application filed under
35U.S.C. 111 or 371 (including a reissue application), in a patent, or in a reexamination proceeding, the
examiner or other Office employee may require the submission, from individuals identified under §
1.56(c), or any assignee, of such information as may be reasonably necessary to properly examine or treat
the matter, for example:

(i) Commercial databases : The existence of any particularly relevant commercial database known
to any of the inventors that could be searched for a particular aspect of the invention.

(ii) Search : Whether a search of the prior art was made, and if so, what was searched.

(iii) Related information : A copy of any non-patent literature, published application, or patent
(U.S. or foreign), by any of the inventors, that relates to the claimed invention.

(iv) Information used to draft application : A copy of any non-patent literature,
published application, or patent (U.S. or foreign) that was used to draft the application.

(v) Information used in invention process : A copy of any non-patent literature,
published application, or patent (U.S. or foreign) that was used in the invention process, such as by
designing around or providing a solution to accomplish an invention result.

(vi) Improvements : Where the claimed invention is an improvement, identification of what is
being improved.

(vii) In Use : Identification of any use of the claimed invention known to any of the
inventors at the time the application was filed notwithstanding the date of the use.

(2) Where an assignee has asserted its right to prosecute pursuant to § 3.71(a) of this
chapter, matters such as paragraphs (a)(1)(i), (iii), and (vii) of this section may also be applied to such
assignee.
(3) Any reply that states that the information required to be submitted is unknown and /or is not readily

available to the party or parties from which it was requested will be accepted as a complete reply.
(b) The requirement for information of paragraph (a)(1) of this section may be included in an Office
action, or sent separately.
(c) A reply, or a failure to reply, to a requirement for information under this section will be governed by
§§ 1.135and 1.136

MPEP 704.11 states that criteria stated in 37 CFR 1.105 for making a requirement for
information is that the information be reasonably necessary to the examination or treatment of a
matter in an application. The information required would typically be that necessary for finding

prior art or for resolving an issue arising from the results of the search for art or from

analysis of the application file (emphasis added).
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In addition, 704.11(a) gives some examples of Information reasonable required.
Examiner notes (N) Comments on information of record which raises a question of whether
applicant derived the invention from another under 35 U.S.C. 102(f).

In order to reach a full and proper consideration of the issues raised therein, it is
necessary to obtain additional information from applicant regarding the prior art presented by
Examiner in the Office Action mailed 1/28/04. In particular Kliot, Ronald & Glass, Jordan,
Handheld Ho/supersyc/pocket Rx/pocket Parts/W Sync, from www.ip.com, July 2000.

Examiner realizes that a requiement for information under 37 CFR 1.105 places a
substantial burden on the Applicant and therefore wishes to minimize it by clearly focusing the
reason for the requirement and the scope of the expected response. In particular, Examiner is
requesting any knowledge by Applicant of the invention of Kliot and Glass prior to and/or during
conception, development and/or reduction to practice of Applicant’s invention.

The failure to reply to this requirement for information within ONE MONTH or THIRTY
DAYS, whichever is longer, of the mailing date of this requirement will result in abandonment
of the application. This time period may be extended under the provisions of 37 CFR 1.136.

Conclusion

Any inquiry concerning this communication or earlier communications from the
examiner should be directed to James A. Kramer whose telephone number is (703) 305-5241.
The examiner can normally be reached on Monday - Friday (8AM - 5PM).

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, Richard Chilcot can be reached on (703) 305-4716. The fax phone number for the

organization where this application or proceeding is assigned is 703-872-9306.
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Information regarding the status of an application may be obtained from the Patent
Application Information Retrieval (PAIR) system. Status information for published applications
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished
applications is available through Private PAIR only. For more information about the PAIR
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free).

James A. Kramer
Examiner

Art Unit 3627
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